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DETAILED ACTION 
Claim Rejections - 35 USC § 101 

1. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or any 
new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and requirements of this 
title. 

2. Claims 1-45, are rejected under 35 U.S.C. 101 because the claimed invention is 
not supported by either a specific and substantial asserted utility or a well established 
utility. The claimed invention is noted not to be a computer program, data structure, a 
natural phenomenon, and a non-descriptive material per se. Furthermore, the claimed 
invention do not produce a useful, concrete and tangible result therefore they are 
nonstatutory. The claimed invention also is not a product for performing a process, nor 
it is a specific machine or manufacture. The claimed invention is not a specific tangible 
machine or process for facilitating a business transaction. 

As to the technology requirement, note MPEP Section iV 2(b). Also note In Re 
Waldbaum, 173USPQ 430 (CCPA 1972) which teaches "useful arts" is synonymous 
with "technological arts". In re Musgrave, 167USPQ 280 (CCPA1970), 
In re Johnston, 183USPQ 172 (CCPA 1974), and In reToma, 197USPQ 852 (CCPA 
1978), all teach a technological requirements. 

For a claim to be statutory under 35 USC 101 the following two conditions must be met: 

1) In the claim, the practical application of an algorithm or idea result in a useful, 
concrete, tangible result, AND 

2) The claim provides a limitation in the technological art that enables a useful, 
concrete, tangible result. 
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Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. § 103(a) which forms the basis for all obviousness 
rejections set forth in this Office action: (a) A patent may not be obtained though the invention is not 
identically disclosed or described as set forth in section 102 of this title, if the differences between the 
subject matter sought to be patented and the prior art are such that the subject matter as a whole would 
have been obvious at the time the invention was made to a person having ordinary skill in the art to which 
said subject matter pertains. Patentability shall not be negatived by the manner in which the invention 
was made. 

4. The factual inquiries set forth in Graham v. John Deere Co., 148 USPQ 459, that are applied for 
establishing a background for determining obviousness under 35 U.S.C. 103(a) are summarized as 
follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness or 
unobviousness. 

5. Claims 1-45, are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Shkedy U.S. Patent 6, 236, 972 in view of Hawkins U.S. Patent 6, 247, 000. 

As per claims 1-17, Shkedy discloses a method for processing mutual fund 
order messages, including purchase and redemption transactions, comprising the steps 
of receiving order messages from at least one of a plurality of designated Exchanges. ("i. 
e, buyers and sellers" see column 4 lines 15-65 and column 9 lines 10-15") and 
reformatting. (i. e, formats") the order messages. (see column 13 lines 40-50). 
Shkedy fails to explicitly teach transmitting the order messages to at least one of 
a plurality of Fund/Securities Clearing Agents for confirmation, clearing and 
settlement. 

However Hawkins discloses an embodiment of the present invention, which operates in 
conjunction with a system and method for, among other things, direct broker to broker 
trading, automatically matches an investor's security order with an executing broker's 
confirmation and automatically generates and routes via a network, such as the Society 
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for Worldwide Interbank Financial Telecommunication (SWIFT)Financial Network, a 
settlement instruction to the investor's clearing agent. 

By allowing securities participants to match orders to executions on trade date and by 
automatically generating pre-matched settlement instructions to clearing agents on 
trade date, the system increases the accuracy, reduces the cost, reduces the inherent 
financial risk, and increases the rate of settlement for all security participants and The 
primary component includes boxes for price type, dealing capacity, attribute, conditions, 
trade place, clearing agent, receiver of cash, and memo, (see column 7 lines 55-65 and 
column 8 lines 5-45). 

Therefore it would have been obvious to one of ordinary skill in the art at the time 
the invention was made to modify the teachings of Shkedy to include transmitting 
the order messages to at least one of a plurality of Fund/Securities Clearing 
Agents for confirmation, clearing and settlement taught by Hawkins in order to 
transmit an order message and matching the transaction financial automatically 
that are electronically traded among various user groups and matching securities 
traded among brokers whereby a clearing agent can perform settlement of the 
trade transaction. 

As per claims 18-29, Shkedy discloses a method for processing mutual 
fund order messages, including purchase and redemption and buy and sell 
transactions, comprising the steps of 

receiving order messages at an Exchange from at least one Member Firm. (see column 
4 lines 35-65). 
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Shkedy fails to explicitly teach transmitting the matched and executed order 
messages to at least one of a plurality of ordering Member Firms for confirmation 
and to at least one of a plurality of Funds/Securities Clearing Agents for clearing 
and settlement. 

However Hawkins discloses an embodiment of the present invention, which operates in 
conjunction with a system and method for, among other things, direct broker to broker 
trading, automatically matches an investor's security order with an executing broker's 
confirmation and automatically generates and routes via a network, such as the Society 
for Worldwide Interbank Financial Telecommunication (SWIFT)Financial Network, a 
settlement instruction to the investor's clearing agent. 

By allowing securities participants to match orders to executions on trade date and by 
automatically generating pre-matched settlement instructions to clearing agents on 
trade date, the system increases the accuracy, reduces the cost, reduces the inherent 
financial risk, and increases the rate of settlement for all security participants and The 
primary component includes boxes for price type, dealing capacity, attribute, conditions, 
trade place, clearing agent, receiver of cash, and memo, (see column 7 lines 55-65 and 
column 8 lines 5-45). 

Therefore it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to modify the teachings of Shkedy to include transmitting the 
matched and executed order messages to at least one of a plurality of ordering Member 
Firms for confirmation and to at least one of a plurality of funds/Securities Clearing 
Agents for clearing and settlement taught by Hawkins in order to transmit an order 
message and matching the transaction financial automatically that are electronically 
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traded among various user groups and matching securities traded among brokers 
whereby a clearing agent can perform settlement of the trade transaction. 

As per claims 30-45, Shkedy discloses a method for processing mutual fund 
order messages, including purchase and redemption transactions, comprising a server 
for receiving order messages from at least one of a plurality of designated 
Exchanges. ("i. e, buyers and sellers" see column 4 lines 15-65 and column 9 lines 10- 
15") and 

reformatting. (i. e, formats") the order messages. (see column 13 lines 40-50). 
Shkedy fails to explicitly teach transmitting the order messages to at least one of 
a plurality of Fund/Securities Clearing Agents for confirmation, clearing and 
settlement. 

However Hawkins discloses an embodiment of the present invention, which 
operates in conjunction with a system and method for, among other things, direct 
broker to broker trading, automatically matches an investor's security order with 
an executing broker's confirmation and automatically generates and routes via a 
network, such as the Society for Worldwide Interbank Financial 
Telecommunication (SWIFT)Financial Network, a settlement instruction to the 
investor's clearing agent. 

trade date, the system increases the accuracy, reduces the cost, reduces the inherent 
financial risk, and increases the rate of settlement for all security participants and The 
primary component includes boxes for price type, dealing capacity 227b, attribute 
conditions, trade place, clearing agent, receiver of cash, and memo. (see column 7 lines 
55-65 and column 8 lines 5-45). 
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* Therefore it would have been obvious to one of ordinary skill in the art at the time 
the invention was made to modify the teachings of Shkedy to include transmitting 
the order messages to at least one of a plurality of Fund/Securities Clearing 
Agents for confirmation, clearing and settlement taught by Hawkins in order to 
transmit an order message and matching the transaction financial automatically 
that are electronically traded among various user groups and matching securities 
traded among brokers whereby a clearing agent can perform settlement of the 
trade transaction. 

Conclusion 

6. . The prior art of record and not relied upon is considered pertinent to Applicants 
disclosure. 

Walker et al (US 6, 267, 292 Patent ) teaches method and apparatus for funds and 
credit line transfer. 

Walker et al (US 5, 949, 044 Patent ) teaches method and apparatus for funds and 
credit line transfer. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Clement B Graham whose telephone number is 703- 
305-1874. The examiner can normally be reached on 7am to 5pm. 
If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Hyung S. Sough can be reached on 703-308-0505. The fax phone numbers 
for the organization where this application or proceeding is assigned are for regular 
communications and 703-305-7687 for After Final communications. 
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* Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is 703-308-1 1 1 3. 



CG 

March 04, 2004 



